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QUESTIONS PRESENTED 


The questions presented are whether under 35 U.S.C. 146, 
which provides, inter alia, “If there be adverse parties 
residing in a plurality of districts not embraced within 
the same state, . . . the United States District Court for 
the District of Columbia shall have jurisdiction and may 
issue summons against the adverse parties directed to the 


marshal of any district in which any adverse party re- 
sides’’, such extraterritorial service is effective to confer 
in personam jurisdiction in an action involving only a 
single party plaintiff and a single party defendant who 
reside in different states; and whether in the absence of 
such jurisdiction dismissal is mandatory. 


Jurisdictional Statement 
Statement of Case 
Statutes and Rules 
Statement of Points 


Extraterritorial service of process is invalid in an 
action between a sole party plaintiff and a sole 
party defendant 


The lower Court lacks jurisdiction over the person 
of appellant 


The action must be dismissed and cannot be trans- 
ferred 
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IN THE 


United States Court of Appeals 


For THe Disrrict or Cotumsia Circurr 
Appeal 15,385 


Henry L. Hares, Appellant, 
v. 


Frank W. Livermont, Appellee. 


Appeal from an Order of the United States District Court 
for the District of Columbia 


BRIEF FOR APPELLANT 


JURISDICTIONAL STATEMENT 


The lower Court’s jurisdiction over the person of appel- 
lant is the primary question presented by this appeal. 


The complaint (JA la-4a) alleges that the sole plaintiff 
(appellee herein) and sole defendant (appellant herein)- 
residents of Monrovia, California and Royal Oak, Michigan, 
respectively (JA 1a)—constitute ‘‘adverse parties residing 
in a plurality of districts not embraced within the same 
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state’? (JA la) within the meaning of 35 U.S.C. 146’, and 
prays that the lower Court entertain jurisdiction and issue 
summons against defendant ‘‘in accordance with 35 U.S.C. 
Section 146, by publication or otherwise”? (JA 3a). Sum- 
mons issued from the lower Court directed to the United 
States Marshal’s Office at Detroit, Michigan, and was served 
on appellant at Clawson, Michigan (JA 4a). No other 
basis for jurisdiction over the person of appellant is alleged. 


Jurisdiction for this appeal is founded upon an order 
(JA l4a) of this Court granting an application (JA 
13a-14a) for permission to appeal under 28 U.S.C. 1292(b)* 
from an order (JA 12a-13a) of the lower Court denying 
a motion (JA 5a) to dismiss for lack of jurisdiction. 
The order of the lower Court included a statement (JA 13a) 
by Judge Holtzoff to the effect that the instant appeal 
is appropriate. 


STATEMENT OF CASE 


Henry L. Hayes, a resident of Royal Oak, Michigan, 
hereinafter called appellant, and Frank W. Livermont, a 
resident of Monrovia, California, hereinafter called ap- 
pellee, were the sole parties to United States Patent Office 
Interference No. $8,882 declared by the Commissioner of 
Patents (JA 2a). On March 31, 1959, the Board of Inter- 
ference Examiners awarded priority to appellant (JA 3a). 


Appellee thereupon filed a complaint on May 26, 1959 
appealing the Board Decision to the District Court for the 
District of Columbia, alleging jurisdiction under 35 
U.S.C. 146 ‘‘since the parties hereto reside in a plurality 
of districts not embraced within the same state’? (JA 
la). Process directed to the United States Marshal’s 


——- 


1 Reproduced in this brief, pp. 4-5. 
2 Reproduced in this brief, pp. 3-4. 
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Office in Detroit, Michigan, issued from the District Court 
for the District of Columbia and was served on June 3, 
1959, against appellant in the state of Michigan (JA 4a). 
Appellant has neither been served within nor submitted to 
the jurisdiction of the lower Court. On June 22, 1959, 
without answering appellee’s complaint, appellant moved 
the lower Court under F.R.C.P. 12(b)(2), 28 U.S.C.A.,5 
to dismiss the action for lack of jurisdiction over his 
person and for improper venue (JA 5a). By alternative 
motion (JA 6a), appellee moved to transfer the action un- 
der 28 U.S.C. 1406(a)* to the Eastern District of Michigan, 
Southern Division. At the hearing on September 16, 1959, 
upon appellant’s motion to dismiss, Judge Holtzoff ruled 
that ‘‘adverse parties residing in a plurality of districts as 
stated in the statute (35 U.S.C. 146), is not limited to plural- 
ity of defendants but may involve one plaintiff and one de- 
fendant if each resides in a separate district’’ (JA l1la-12a). 
Accordingly, appellee’s motion to transfer was withdrawn 
(JA 12a, 13a) and an order (JA 12a-13a) issued denying 
the motion to dismiss. This appeal is from that order, 


STATUTES AND RULES 


28 U.S.C. 1292(b), Act of September 2, 1958, 
72 Stat. 1770 

When a district judge, in making in a civil action an 
order not otherwise appealable under this section, shall 
be of the opinion that such order involves a controlling 
question of law as to which there is substantial ground for 
difference of opinion and that an immediate appeal from 
the order may materially advance the ultimate termination 
of the litigation, he shall so state in writing in such order. 
The Court of Appeals may thereupon, in its discretion, 
permit an appeal to be taken from such order, if applica- 


3 Reproduced in this brief, pp. 7-8. 
4 Reproduced in this brief, p. 4. 


4 


tion is made to it within ten days after the entry of the 
order: provided, however, That application for an appeal 
hereunder skall not stay proceedings in the district court 
unless the district judge or the Court of Appeals or a 
judge thereof shall so order. 


28 U.S.C. 1406(a), Act of June 25, 1948, c. 646, 
§ 1. 62 Stat. $37: as amended May 24, 1949, 
c. 139, § 81, 63 Stat. 101 

The district court of a district in which is filed a case 
laying venue in the wrong division or district shall dismiss, 
or if it be in the interest of justice, transfer such case to 
any district or division in which it could have been brought. 


35 U.S.C. 146, Act of July 19, 1952, 
c. 950, § 1. 66 Stat. 803 


Civil action in case of interference 


Any party to an interference dissatisfied with the deci- 
sion of the board of patent interferences on the question of 
priority, may have remedy by civil action, if commenced 
within such time after such decision, not less than sixty 
days, as the Commissioner appoints or as provided in 
section 141 of this title, unless he has appealed to the 
United States Court of Customs and Patent Appeals, and 
such appeal is pending or has been decided. In such suits 
the record in the Patent Office shall be admitted on motion 
of either party upon the terms and conditions as to costs, 
expenses, and the further cross-examination of the witnesses 
as the court imposes, without prejudice to the right of the 
parties to take further testimony. The testimony and 
exhibits of the record in the Patent Office when admitted 
shall have the same effect as if originally taken and 
produced in the suit. 


Such suit may be instituted against the party in interest 
as shown by the records of the Patent Office at the time of 
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the decision complained of, but any party in interest may 
become a party to the action. If there be adverse parties 
residing in a plurality of districts not embraced within 
the same state, or an adverse party residing in a foreign 
country, the United States District Court for the District 
of Columbia shall have jurisdiction and may issue summons 
against the adverse parties directed to the marshal of any 
district in which any adverse party resides. Summons 
against adverse parties residing in foreign countries may 
be served by publication or otherwise as the court directs. 
The Commissioner shall not be a necessary party but he 
shall be notified of the filing of the suit by the clerk of the 
court in which it is filed and shall have the right to inter- 
vene. Judgment of the court in favor of the right of an 
applicant to a patent shall authorize the Commissioner to 
issue such patent on the filing in the Patent Office of a 
certified copy of the judgment and on compliance with the 
requirements of law. 


ee 


Repealed 35 U.S.C. 63, R.S. 4915, 
Act of February 9, 1893, c. 74 
§ 9. 27 Stat. 436 


Bill in equity to obtain patent 


Whenever a patent on application is refused by the 
Board of Appeals or whenever any applicant is dissatisfied 
with the decision of the board of interference examiners, 
the applicant, unless appeal has been taken to the United 
States Court of Customs and Patent Appeals, and such 
appeal is pending or has been decided, in which case no 
action may be brought under this section, may have remedy 
by bill in equity, if filed within six months after such 
refusal or decision; and the court having cognizance there- 
of, on notice to adverse parties and other due proceedings 
had, may adjudge that such applicant is entitled, according 
to law, to receive a patent for his invention, as specified 
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in his claim or for any part thereof, as the facts in the 
case may appear. And such adjudication, if it be in favor 
of the right of the applicant, shall authorize the com- 
missioner to issue such patent on the applicant filing in the 
Patent Office a copy of the adjudication and otherwise 
complying with the requirements of law. In all cases where 
there is no opposing party a copy of the bill shall be 
served on the commissioner; and all the expenses of the 
proceedings shall be paid by the applicant, whether the 
final decision is in his favor or not. In all suits brought 
hereunder where there are adverse parties the record in 
the Patent Office shall be admitted in whole or in part, on 
motion of either party, subject to such terms and conditions 
as to costs. expenses, and the further cross-examination 
of the witnesses as the court may impose, without preju- 
dice, however, to the right of the parties to take further 
testimony. The testimony and exhibits, or parts thereof, 
of the record in the Patent Office when admitted shall 
have the same force and effect as if originally taken and 
produced in the suit. 


Repealed 35 U.S.C. 72 (a). Act of 
March 3, 1927. c. 364, 44 Stat. 1394 


Jurisdiction of United States District 
Court for the District of Columbia 
where adverse parties reside in 
foreign countries or plurality of 
districts: service of process 

Upon the filing of a complaint in the United States 
District Court for the District of Columbia wherein remedy 
is sought under section 63 or 66 of this title, without 
seeking other remedy, if it shall appear that there is an 
adverse party residing in a foreign country, or adverse 
parties residing in a plurality of districts not embraced 
within the same State, the court shall have jurisdiction 
thereof and process shall, unless the adverse party or 
parties voluntarily make appearance, be issued against all 
of the adverse parties and served anywhere within the 
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United States, except that process issued against parties 
residing in foreign countries pursuant to this section may 
be served by publication or otherwise as the court may 
direct. 


F-R.C.P. 4 (f), 28 US.CA. 
Territorial limits of effective service 


All process other than a subpoena may be served any- 
where within the territorial limits of the state in which the 
district court is held and, when a statute of the United 
States so provides, beyond the territorial limits of that 
state. A subpoena may be served within the territorial 
limits provided in Rule 45. 


F.R.CP. 12 (b) (2), 28 USCA. 


Every defense, in law or fact, to a claim for relief in any 
pleading, whether a claim, counterclaim, cross-claim, or 
third-party claim, shall be asserted in the responsive plead- 
ing thereto if one is required, except that the following 
defenses may be at the option of the pleader be made by 
motion: (1) lack of jurisdiction over the subject matter, 
(2) lack of jurisdiction over the person, (3) improper 
venue, (4) insufficiency of process, (5) insufficiency of 
service of process, (6) failure to state a claim upon which 
relief can be granted, (7) failure to join an indispensable 
party. A motion making any of these defenses shall be 
made before pleading if further pleading is permitted. 
No defense or objection is waived by being joined with one 
or more other defenses or objections in a responsive 
pleading or motion. If a pleading sets forth a claim for 
relief to which the adverse party is not required to serve 
a responsive pleading, he may assert at the trial any defense 
in law or fact to that claim for relief. If, on a motion 
asserting the defense numbered (6) to dismiss for failure 
of the pleading to state a claim upon which relief can be 
granted, matters outside the pleading are presented to and 
not excluded by the court, the motion shall be treated as 
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one for summary judgment and disposed of as provided 
in Rule 56, and all parties shall be given reasonable op- 
portunity to present all material made pertinent to such a 
motion by Rule 56. 


STATEMENT OF POINTS 


1. The provision of 35 U.S.C. 146 permitting extra- 
territorial service of process in an action wherein there 
are adverse parties residing in a plurality of districts not 
embraced within the same state, does not encompass an 
action involving only one plaintiff and one defendant, and 
the lower Court erred in holding otherwise. 


2. The lower Court erred in its finding of jurisdiction 
over the person of appellant. 


3. The lower Court erred in denying the motion to dis- 
miss for lack of jurisdiction over the person of appellant. 


SUMMARY OF ARGUMENT 


1. Extraterritorial service of process in an action under 
35 U.S.C. 146, which permits such service when there are 
‘adverse parties residing in a plurality of districts not 
embraced within the same state’’, is invalid in an action 
between a sole party plaintiff and a sole party defendant 
residing within different districts not within the same 
state. 

A. The lower Court’s construction of 35 U.S.C. 146 is 
directly contrary to the established interpretation of 
that statute by this Court. 

. The lower Court’s construction of 35 U.S.C. 146 is 
contrary to the judicial policy, as pronounced by the 
Supreme Court, of narrowly construing exceptions to 
the general rule regarding service of process. 


2. The lower Court lacks jurisdiction over the appellant. 


Under the general provisions of law, the lower Court 
did not acquire jurisdiction over the person of appel- 


9 


lant, either by extraterritorial service of process or 
otherwise. 


3. Lacking jurisdiction over the person of appellant, the 
Action must be dismissed and cannot be transferred 
under 28 U.S.C. 1406(a). 


A. Previous decisions of this Court establish that dis- 
missal is the proper procedure in an in personam 
action wherein jurisdiction over the person is lacking. 


B. Transfer of this action under 28 U.S.C. 1406(a) 
would be improper. 


(1) The legislative history of Section 1406(a) indicates 
that it is applicable only to defective venue, not 
lack of jurisdiction over the person. 


The Supreme Court has indicated that transfer 
under Section 1406(a) is prohibited lacking juris- 
diction over the person. 


Various lower court decisions have held that 
transfer under Section 1406(a) is improper lack- 
ing jurisdiction over the person. 


Permitting transfer under Section 1406(a) lack- 
ing jurisdiction over the person would be imprac- 
tical and inequitable. 


10 


ARGUMENT 


1. EXTRATERRITORIAL SERVICE OF PROCESS IN AN ACTION 
UNDER 35 U.S.C. 146, WHICH PERMITS SUCH SERVICE WHEN 
THERE ARE “ADVERSE PARTIES RESIDING IN A PLURAL- 
ITY OF DISTRICTS NOT EMBRACED WITHIN THE SAME 
STATE”, IS INVALID IN AN ACTION BETWEEN A SOLE 
PARTY PLAINTIFF AND A SOLE PARTY DEFENDANT 
RESIDING WITHIN DIFFERENT DISTRICTS NOT WITH- 
IN THE SAME STATE 


The foregoing question of statutory interpretation has 
previously been directly considered and resolved by this 
Court in Coe v. Hobart, 70 App. D.C. 2, 102 F 2d 270, and 
Chris Laganes Shoe Co. v. Watson et al., 95 App. D. C. 324, 
221 F.2d $81, and it is submitted that the doctrine of stare 
decisis should be applied herein. 


In the Coe case, an Ohio corporation which was the losing 
party to a Patent Interference instituted suit in the United 
States District Court for the District of Columbia against 
the Commissioner of Patents and the single opposing 


party to the Interference, an Illinois resident. Jurisdiction 
in the District Court for the District of Columbia was 
ostensibly laid under now repealed 35 U.S.C. 63 (R.S. 4915)* 
and companion 35 U.S.C. 72(a)*® predecessors to the instant 
35 U.S.C. 146. 


After finding that the Commissioner of Patents was not 
‘‘an adverse party’’, this Court held that the plaintiff and 
sole remaining defendant did not constitute ‘‘adverse 
parties residing in a plurality of districts’? within the 
meaning of the statutes so as to give the District Court 
for the District of Columbia extraterritorial jurisdiction 
over the person of the defendant. In so holding this Court 
stated as follows: 


‘¢Plaintiff, the Hobart Company, contends that it 
and defendant Cunningham are themselves ‘adverse 
parties residing in a plurality of districts’ within the 

5 Reproduced in this brief, pages 5-6. 
¢ Reproduced in this brief, pages 6-7. 
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meaning of the Act of 1927. We cannot sustain the 
contention. We think the statute contemplates a 
plurality of parties adverse to the plaintiff. Had Con- 
gress meant, ‘if it shall appear that the plaintiff and 
defendant reside in different districts,’ Congress could 
easily have said so. Moreover, there was no occasion 
to allow suit in the District of Columbia whenever 
plaintiff and defendant reside in different districts. 
Suits under Section 4915 against a single defendant 
have regularly been brought in the district of the 
defendant’s residence, and may well be brought there. 
There is no good reason why Cunningham should be 
compelled to come, and bring his witnesses, from 
Illinois to the District Court of Columbia in order to 
defend this suit. Before the passage of the Act of 
1927, plural defendants who resided in different dis- 
tricts could not be sued under Section 4915 in any 
court, because they could not be served in any district.”’ 
102 F. 2d at 271, 272. 


Although Coe v. Hobart was decided under the statutory 
predecessors to 35 U.S.C. 146, insofar as the instant point 
of law is concerned the legislation presently under con- 
sideration is identical in substance to and only slightly 
different in language from the prior statutes. In the 1952 
legislative revision of Title 35, there is no evidence of any 
purpose or intent to change existing law, as interpreted 
by this Court in Coe, regarding extraterritorial jurisdiction 
of the District Court for the District of Columbia in appeals 
from the Board of Patent Interferences. 


Moreover, this Court subsequently applied its decision 
in Coe in a case arising under the present statute. In 
Chris Laganes Shoe Co. v. Watson, cited supra, the plain- 
tiff (Chris Laganes Shoe Co. of Lowell, Mass.) instituted 
an action under 35 U.S.C. 146 against the Commissioner of 
Patents and Brown Shoe Co., a New York corporation, as 
co-defendants, in the United States District Court for the 
District of Columbia. The District Court’s dismissal of the 
action as to both defendants for lack of jurisdiction was 
affirmed by this Court upon the finding that the Commis- 
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sioner of Patents was not an ‘‘adverse party’’ within the 
meaning of 35 U.S.C. 146. In so holding this Court stated: 


“We think $146 permits claims that cannot be 
enforced elsewhere to be enforced here, and does not 
create an option of enforcing here claims that can be 
enforced elsewhere. In other words, for this juris- 
dictional purpose only necessary parties can be 
“adverse’’. ‘To hold that the plaintiff by making a 
mere formal party a co-defendant can compel the real 
defendant, the real party in interest, to come from any 
part of the United States and defend his rights in the 
District of Columbia would conflict with the general 
purpose of Congress as appears from the fact that 
ordinarily suits in the federal courts must be brought 
in the district in which the defendant resides.’ ”’ 
(Citing Coe v. Hobart) 221 F.2d at 882, 883. 


The decisions of this Court in the Coe and Chris Laganes 
cases correctly reflect the judicial attitude of the Supreme 
Court, as expressed in Robertson v. Railroad Board, 268 
U.S. 619, 69 L. ed. 1119, towards extraterritorial service 
of process. In Robertson the Supreme Court stated: 


‘Congress has also made a few clearly expressed 
and carefully guarded exceptions to the general rule 
of jurisdiction in personam (requiring either voluntary 
appearance or service of process at a place where the 
officer serving it has authority) stated above .. . 
(noting illustrative exceptions). But no act has come 
to our attention in which such power has been conferred 
in a proceeding in a circuit or district court where a 
private citizen is the sole defendant, and where the 
plaintiff is at liberty to commence the suit in the 
district in which the defendant is an inhabitant, or in 
which he can be found.’? 268 U.S. at 624, 625. 


The decision of the lower Court in the instant action runs 
directly contrary to the mandate of the Supreme Court as 
to strictly construing exceptions to the general rule of 
jurisdiction in personam. Indeed, it attempts to create 
an exception where quite clearly, in view of the previous 
decisions of this Court, none exists. It is therefore urged 
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that the lower Court’s finding of jurisdiction over the 
person of appellant by extraterritorial service of process 
is erroneous and should be reversed. 


2. THE LOWER COURT LACKS JURISDICTION OVER THE 
PERSON OF APPELLANT 

It is well established law that in the absence of an 
applicable special statutory provision, in personam juris- 
diction is acquired only by service within the territorial 
limits of the state (or District of Columbia) where the 
court is held or by voluntary appearance. See F.R.C.P. 
4(f) 28 U.S.C.A.7 Thus the Supreme Court has stated in 
Robertson v. Railroad Labor Board, cited supra, that: 


“In a civil suit in personam jurisdiction over the 
defendant, as distinguished from venue, implies, among 
other things, either voluntary appearance by him, or 
service of process upon him at a place where the 
officer serving it has authority to execute a writ of 
summons. Under the general provisions of law, a 


United States district court cannot issue process 
beyond the limits of the district (Harkness v. Hyde, 
98 U.S. 476, 25 L. ed. 237; Ex parte Graham, 3 Wash. 
C.C. 456, Fed. Cas. No. 5,657); and a defendant in a 
civil suit can be subjected to its jurisdiction in per- 
sonam only by service within the district.’ ’® 268 U. S. 
at 622. 


In the instant action, process issued from the lower 
Court directed to the United States Marshal’s Office in De- 
troit, Michigan, and was served upon appellant only in 
Michigan (JA 4a). Since the special statutory provision of 
35 U.S.C. 146 regarding such extraterritorial service is 
inapplicable in the instant action, as diseussed in the 
preceding section, the ‘‘general provisions of law’? 
(F.R.C.P. 4(f), 28 U.S.C.A.) are controlling and the service 
in Michigan is a nullity. Moreover appellant has never 


7 Reproduced in this brief, page 7. 


8 Decided before enactment of Rule 4(f) F.R.CP., 28 U.S.C.A,, permitting 
service throughout state. 
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submitted to the jurisdiction of the lower Court, but has 
consistently and timely objected thereto (JA 5a). And 
lacking service of process within the jurisdiction of 
the court or a voluntary appearance, this Court has 
consistently held that no jurisdiction over the person of 
a defendant is acquired. See Spriggs v. McKay, 81 App. 
D.C. 60, 228 F.2d 31; Maben v. Nowell, 94 App. D. C. 165, 
214 F.2d 263. 


3. LACKING JURISDICTION OVER THE PERSON OF APPEL- 
LANT, THE ACTION MUST BE DISMISSED AND CANNOT BE 
TRANSFERRED UNDER 28 U.S.C. 1406(a) 


In the absence of jurisdiction over the person in an in 
personam action, this Court has consistently recognized 
that the proper procedure is dismissal of the complaint. 
See e.g., Coe v. Hobart, Chris Laganes Shoe Co. v. Watson 
et al., Spriggs v. McKay, Maben v. Nowell, all cited supra. 
Consistent with these cases, it is respectfully urged that 
dismissal is the only proper procedure in the instant action, 
and an instruction to the lower Court to this effect is re- 
spectfully requested. 


In a motion (JA 6a) alternative to appellant’s motion 
to dismiss, however, appellee has requested transfer 
of the instant action under 28 U.S.C. 1406(a).° The full 
significance of this request can be appreciated only when 
the Hornbook-law distinction between venue on the one hand 
and lack of jurisdiction over the person on the other is 
borne clearly in mind. As the Supreme Court succinctly 
stated in Robertson v. Railroad Board, cited supra: 


“It is obvious that jurisdiction, in the sense of 
personal service within a district where suit has been 
brought, does not dispense with the necessity of proper 
venue. It is equally obvious that proper venue 
does not eliminate the requisite of personal juris- 
diction over the defendant.’ 268 U.S. at 623. 


9 Reproduced in this brief, page 4. 
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With the foregoing distinction in mind, it is submitted that 
transfer of the instant action under Section 1406(a) would 
be a perversion of the intended purpose of the stat- 
ute and would also be directly contrary to its only inter- 
pretation by the Supreme Court. 


Insofar as the intended purpose and function of Section 
1406(a) is concerned, consideration of its legislative his- 
tory reveals that the statute is applicable to defective 
venue, not jurisdiction over the person. The legislative 
history of Section 1406(a) is discussed at length in 
Jones v. Radio Corp. of America, 129 F. Supp. 440, 
and the subsequent case of Skilling v. Funk Aircraft 
Co., 173 F. Supp. 939. In the latter case, Judge 
Ridge stated as follows: 


“Judge Sugarman, in Jones v. Radio Corp. of 
America, D.C.S.D. N.Y., 129 F. Supp. 440. 441 had 
occasion to consider the legislative history of pres- 
ent Section 1406, supra, and in connection there- 
with made the follow ing pertinent announcement: 


‘““As Section 1406(a) was originally enacted in 
the 1948 revision of Title 28, U.S.C. a case filed 
in the wrong district was to be transferred to 
any district in which it could have been brought. 
Professor Moore, in his appearance before Sub- 
Committee No. 1 of the House Judiciary Committee, 
construed the then proposed Section 1406(a) to mean 
that 


“<“(i) improper venue is no longer grounds for 
dismissal of an action in the Federal courts. In- 
stead the district court is to transfer the case to the 
proper venue.’ 


‘“‘The Revisor’s Notes to Section 1406(a) agree- 
ably characterize it as providing ‘statutory sanction 
for transfer instead of dismissal, where venue is im- 
properly laid.’ 


‘““However, one year later Section 1406(a) was 
amended to its present form providing that a case 
filed in the wrong district was to be dismissed or if 
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it be in the interest of justice transferred to any dis- 
trict in which it could have been brought.’’ 


The Senate Report accompanying the Bill which resulted 
in the 1949 Amendment to Section 1406(a), supra, ex- 
plains the purpose of such amendment, as follows: 


«‘Amendment 13 as proposed herein rewrites sec- 
tion 81 of the bill (H.R. 3762) as it passed the House, 
both of which propose to amend section 1406 of Title 
28, United States Code. 


“‘Said section 1406 now reads as follows: 


“‘The district court of a district in which is filed 
a case laying venue in the wrong division or district 
shall transfer such case to any district or division in 
which it could have been brought. 


‘‘It is thought that this provision may be subject to 
abuse in that a plaintiff might deliberately bring a suit 
in the wrong division or district where he could get 
service on the defendant, and when the question of 
venue is raised the court is required to transfer the 
case to the court where it ‘could have been brought’. 
However, in the meantime, service has been perfected 
on a defendant in the wrong venue, and it will carry 
over into the new (and proper) venue. Rather than 
promote justice, it can be seen that this section may 
be subject to abuse. As rewritten, said section will 
read as follows: 


“‘The district court of a district in which is filed 
a case laying venue in the wrong division or district 
shall dismiss, or if in the interest of justice transfer 
such case to any district or division in which it could 
have been brought. 


“Tt will be seen that, even though this has been 
classified as a change in the law, in fact it is really 
a clarification of the law as stated and accomplishes 
the intended purpose.”’ 


U. S. Code Cong. Service, Vol. 2, 8lst Cong., 1949 
pp. 1248, 1253.”” 
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From the comments of Professor Moore and the Re- 
visor’s Notes to Section 1406(a), it is clear that both 
the original and the amended statute are intended to ap- 
ply to defective venue only. And it is apparent from the 
Senate Report quoted above that the 1949 amendment was 
not intended to broaden Section 1406(a) to also encompass 
jurisdiction over the person, in addition to venue. Indeed, 
it is clear that one of the purposes of the amendment to 
Section 1406(a) was to obviate its possible abuse by plain- 
tiffs seeking to circumvent the requirement of jurisdiction 
over the person. 


The usual type of circumvention which the amendment 
sought to prohibit is that where a complaint is filed in 
a jurisdiction where service of process could be achieved 
and transfer is then sought to a jurisdiction where service 
could not be achieved. The instant situation represents 
the even more extreme and flagrant attempted misappli- 
cation of Section 1406(a), in that the complaint was filed 
in a jurisdiction where the defendant was not and 
is not amenable to process, after which transfer is sought. 
To permit such a transfer would be to ignore the 
intent of Congress and completely reverse the pur- 
pose of the 1949 amendment of the statute. There is 
nothing in Section 1406(a) which provides for transfer 
of an action in which jurisdiction over the person of 
the defendant is lacking. 


Moreover, the Supreme Court has indicated, in its 
only pronouncement upon the question, that transferral 
under Section 1406(a) is precluded when jurisdiction over 
the parties in the transferring court is lacking. Thus in 
Graham v. Brotherhood of L.F. & E., 338 U.S, 232, 
94 Law ed. 22, the Court stated through Mr. Justice 
Jackson that: 


‘* At the outset, we are met by the contention in sup- 
port of the judgment below that service of process upon 
the Brotherhood was not legally perfected, in which 
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case, of course, it would not properly be before the 
Court at all. The District Court, after hearing evi- 
dence upon the subject, held that service upon the 
Brotherhood was sufficient. The Court of Appeals 
noted that this question was raised but did not reverse 
upon this ground ... Moreover, its decision transferred 
the cause (under 28 U.S.C. 1406(a)) to the Northern 
District of Ohio, a power which it could exert only if it 
considered the service adequate to confer jurisdiction 
of the parties. (Emphasis added) 338 U.S. at 235 


The foregoing pronouncement by the highest Court of 
the land, clearly stating that dismissal is mandatory where 
jurisdiction over the person is lacking, cannot be treated 
lightly. 

The same interpretation of 28 U.S.C. 1406(a) has also 
been reached by various lower courts. See, eg., Fistel 
et al. v. Beaver Trust Co. et al., 94 F. Supp. 974, and Mc- 
Daniel v. Drotman, 103 F. Supp. 643. 


And in Skilling v. Funk Aircraft Co., cited supra, the 


dangers inherent in permitting transferral under Section 
1406(a) of an in personam action lacking jurisdiction over 
the person in the transferring court were pointed out with 
particular clarity. 


“If it is an ‘abuse’ of the procedure provided by 
Section 1406(a), supra, for ‘a plaintiff (to) deliberately 
bring a suit in the wrong division or district’ and then 
request a ‘transfer of the case to the court where it 
could have been brought,’ under the circumstances 
related in the Senate Report, supra, what can be said 
as to the commencement of an action in a district 
where the plaintiff has no reasonable cause to believe 
that service of process can be had on the defendant 
in the district, and who thereafter requests that the 
action be transferred to a district where he can ob- 
tain service to forestall the running of a statute of 
limitation in the transferee forum? A mere state- 
ment of that proposition leads one to conjure such a 
vast avenue of ‘injustice’ being opened if any sanc- 
tion is ever given to such practice, that no recital of 
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instances is seemingly necessary. If a plaintiff can 
institute a belated action, such as was here done, 
in a United States District Court in the State of 
Missouri, under the circumstances here related, and 
then have the case transferred to the United States 
District Court in the District of Kansas, after a 
statute of limitation has apparently run on his 
claim in both forums, may not an action be like- 
wise instituted in any District Court, and under 
like circumstances be transferred to a more dis- 
tant forum and thereby prevent the running of a 
statute of limitation against an action thus commenced? 
Any approval of such conduct in the commencement 
of an action in a United States District Court where 
jurisdiction is wholly dependent upon diversity of 
citizenship is fraught with injustice and should be 
condemned as an abuse of process, and ruled not ‘in 
the interest of justice’ to transfer an action under 
Section 1406(a), supra, under such circumstances.’’ 
173 F. Supp. at 942, 943. 


Accordingly, transfer was denied, even though the Court 
did not explicitly hold that power per se to transfer was 
lacking. 


The foregoing cases are deemed to correctly reflect not 
only the legislative intent behind 1406(a), but also the 
only acceptable practical interpretation thereof. To per- 
mit transfer under this section without jurisdiction over 
the person of a defendant, would be to render F.R.C.P. 
4(f), 28 U.S.C.A. a nullity. Additionally objectionable is 
the tendency which such an interpretation would have to- 
ward making each district court a mere filing office for 
actions carelessly or harrassingly brought. Adjudicating 
whether transfer in each of such actions ‘‘would be in the 
interest of justice’’, would increase significantly the al- 
ready overburdened dockets of the federal courts, and 
would impose upon defendants the unwarranted burden of 
incurring unnecessary travel expenses in litigating such 
issue. 
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Accordingly, it is requested that the lower Court be 
instructed to dismiss the instant action. 


Auvin Gutrac 
Josepx H. Hearp 
730 Fifteenth Street, N. W. 
Washington 5, D. C. 
Attorneys for Appellant 


Of Counsel: 
Joun V. Sosesky 
7-141 General Motors Building 
Detroit, Michigan 
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JOINT APPENDIX 
(Filed May 26, 1959) 


IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Civil Action No. 1431-’59 


Frank W. Livermont, 922 South Myrtle Ave., 
Monrovia, California, Plaintiff 


Vv. 


Henry L. Hayes, 1419 Donald Street, Royal Oak, 
Michigan, Defendant 


For Awarp or Priorrry oF INVENTION 
Complaint 
Under Title 35 U.S.C., Section 146 


To the Honorable, the Judges of the United States District 
Court for the District of Columbia 


1. Plaintiff, Frank W. Livermont, is a citizen of the 
United States of America, residing at 922 South Myrtle 
Avenue, Monrovia, California. 


2. Plaintiff is informed and believes that Defendant, 
Henry W. Hayes, is a citizen of the United States of Amer- 
ica, residing at 1419 Donald Street, Royal Oak, Michigan. 


3. This action is brought under Title 35 U.S.C., Section 
146 and in the United States District Court for the District 
of Columbia since the parties hereto reside in a plurality 
of districts not embraced within the same state. 


4. This action arises under Title 35 U.S.C. Sections I 
et seq., and in particular Section 146 thereof, and is based 
upon Plaintiff’s dissatisfaction with an erroneous decision 
of the Board of Interference Examiners in the United 
States Patent Office, dated March 31, 1959, on the question 
of priority of a certain invention to Defendant Henry L. 
Hayes. 
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5. On November 8, 1955 Plaintiff filed application for 
patent Serial No. 545,735, entitled ‘‘Toreve Lmurrer For 
Power-OperaTED Screw Driver or THE LIKE’’, in the United 
States Patent Office. 


6. Plaintiff is informed and believes that Defendant, 
Henry L. Hayes, on April 1, 1954, filed an application for 
patent Serial No. 420,383, entitled ‘‘Torqve CrurcH”’, in 
the United States Patent Office. 


7. The Commissioner of Patents declared Interference 
No. 88,882 between said application of Livermont, Serial 
No. 545,735, and said application of Hayes, Serial No. 
420,383, the issue of said interference comprising the fol- 
lowing claims: 


1. In a torque clutch, a driving clutch member, a 
driven clutch member, rolling means between the mem- 
bers for keving them together to transmit torque, one 
of the members being axially movable, first spring 
means acting against said one of the members to press 
them together, said spring means being overcome at a 
predetermined transmitted torque to permit axial move- 
ment of said one member away from the other and to 
release said rolling means and prevent substantial 
torque transmittal between the members, a clutch ele- 
ment free of said spring means and abutting said one 
member in a driven torque transmitting connection and 
movable with it away from the other member to a posi- 
tion wherein said rolling means is released, releasable 
lock means for holding the element in said position, 
said spring means acting to separate said one member 
from said element and break said connection when said 
element is locked in said position, and a second spring 
means of less resistance than the first acting upon said 
element to force it against said one member and re- 
establish said connection when said element is released 
from locked position. 


2. The invention set forth in claim 1 including a 
rotatable seat supporting the end of said first spring 
means opposite to said one member to permit rotation 
thereof relative to the clutch element. 
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3. The invention set forth in claim 2 wherein said 
seat is adjustable along the axis of rotation to vary the 
effective length of the spring means. 


8. The preliminary statements of the parties to said 
Interference No. 88,882 were duly filed and were approved 
by the Commissioner of Patents. 


9. During the progress of said Interference No. 88,882, 
the party Livermont moved for dissolution of the inter- 
ference on the ground that the party Hayes was unable to 
make the counts. 


10. The Board of Interference Examiners did, on March 
31, 1959, erroneously and contrary to law and fact, award 
priority to Henry L. Hayes and did deny the party Liver- 
mont’s motion to dissolve the Interference. 


11. No appeal has been taken to the Court of Customs 
and Patent Appeals under Title 35 U.S.C. 141 by Plaintiff, 
and no such appeal is pending or has been decided. 


Waererore, Plaintiff prays: 


(a) Txat this Honorable Court entertain jurisdiction of 
this action and that, unless the adverse party voluntarily 
appear, issue summons against said adverse party named 
as Defendant in accordance with Title 35 U.S.C. Section 
146, by publication or otherwise, as the Court directs. 


(b) Tuar this Honorable Court adjudge Plaintiff Frank 
W. Livermont to be the first, original, sole and lawful 
inventor of the invention defined by the counts at issue in 
said Interference No. 88,882. 


(c) Tat this Honorable Court adjudge that Defendant 
Henry L. Hayes is not entitled to a patent with the claims 
constituting the counts of said Interference No. 88,882. 


(d) Tuart this Honorable Court adjudge that Defendant 
Henry L. Hayes has not complied with the provisions of 
Title 35 U.S.C., Section 112 with respect to said claims 
constituting the counts of Interference No. 88,882. 
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(e) Txar this Honorable Court grant Plaintiff such other 
and further relief as justice may require and as may be 


proper. 
Frank W. LiverMont 


By 
Leo A. Roserra 
Leo A. Rosetta 
Bacon & Thomas 
540 Shoreham Building 
Washington 5, D. C. 
Of Counsel: 


Joun B. Youna 
Lyon & Lyon 
811 West Seventh St. 
Los Angeles 17, California 


Return of Service Upon Summons 
Directed to United States 
Marshal's Office 
Detroit, Michigan 
‘Served the within named Henry W. Hayes, a non- 

resident of the District of Columbia by leaving a true and 
correct copy of the summons and complaint with him at 
his residence 496 E. Baker Street, Clawson, Michigan, on 
June 3, 1959 at 5:30 p.m.”’ 


/s/ Cuark W. GRecory 
U.S. Marshal 


/s/ Bruce E, Exutson 
Deputy U. S. Marshal 
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(Filed June 22, 1959) 


Motion to Dismiss Under Federal Rules of Civil Procedure 
12 (b) (2) and (3) 


The defendant moves the court as follows: 


1. To dismiss the action on the ground that the court 
lacks jurisdiction over the person of the defendant. 


2. To dismiss the action on the ground of improper 
venue. 
SraTeMENT OF GRouNDS 


Paragraph 2 of the complaint alleges that the sole de- 
fendant is a resident of Royal Oak in the State of Michigan 
which is outside the District of Columbia and in the 
Eastern District of Michigan, Southern Division. The 
action is brought under 35 U.S.C. Sec. 146, the venue for 
which is controlled by the general venue provision, 28 
U.S.C. See. 1391 (b), when, as here, there is only one 
adverse party. Accordingly, the complaint should be dis- 
missed on the ground of improper venue. In addition, 
defendant was served in Michigan and since this court 
does not obtain jurisdiction by such service, the complaint 
should be dismissed on the ground of lack of jurisdiction. 


Attention of counsel for plaintiff is directed to Rule 9 (b) 
of the Rules of the United States District Court for the 
District of Columbia requiring that opposing points and 
authorities be filed within five days. 


Henry L. Hayes 


By: Arvin Gurrac 
Cushman, Darby and Cushman 
American Security Building 
730 Fifteenth Street, N. W. 
Of Counsel: Washington 5, D. C. 


Harness, Dickey & Prerce 
7-141 General Motors Building 
Detroit 2, Michigan 
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Plaintiff's Answer to Defendant’s Motion to Dismiss 


In answer to Defendant’s motion to dismiss the above- 
identified action, Plaintiff contends that the language of 
35 U.S.C., Section 146, which was enacted subsequent to 
the decision in Coe v. Hobart, relied upon by the Defendant, 
plainly grants jurisdiction to this Court when the parties 
reside in different circuits. 


It is, therefore, requested that the Defendant’s motion 


be denied. 
Frank W. LiveERMONT 


By Leo A. Rosetta 
Leo A. Rosetta 
Bacon & Thomas 
540 Shoreham Bldg. 
June 29, 1959 Washington, D. C. 


Motion to Transfer Action 


The Plaintiff moves the Court to transfer the above- 
identified action to the Eastern District of Michigan, 
Southern Division. 


STATEMENT OF GROUNDS 


This motion is being submitted as an alternative request 
in the above matter. Defendant has moved to dismiss this 
action on the grounds of lack of jurisdiction and in the 
event this Court grants that motion it is requested that this 
action be transferred, as moved herein, under the provi- 
sions of 28 U.S.C. 1406(a). 


Frank W. LivEnMOoNT 


By Leo A. Rosetta 
Leo A. Rosetta 
Bacon & Thomas 
540 Shoreham Bldg. 
June 29, 1959 Washington, D. C. 


7a 


September 16, 1959, Washington, D. C. 
Proceedings Before the Honorable Alexander Holtzoff 


The above-entitled matter came on for hearing on motion 
before The Honoraste ALExaNpER Hoxrzorr, a United 
States District Judge, at 10:20 A.M. 


APPEARANCES: 
For the Plaintiff: 


Bacon and Thomas, Equires 
For the Defendant: 


Cushman, Darby and Cushman, Esquires 


PROCEEDINGS 


Tue Deruty CLERK: Frank W. Livermont versus Henry 
W. Hayes. 

Tue Court: Proceed gentlemen. 

Mr. Gurruc: Your Honor, the present action arises 
under 35 United States Code 146. 

Te Court: Speak a little more distinctly. 

Mr. Gutruc: Yes, sir, Your Honor. 

There is a motion by the defendant. 

Tue Court: This arises under what? 

Mr. Gurruc: That is an appeal to the Court after a 
decision in the Patent Office interference. 

Tue Court: Oh, yes, I do not always recall every sec- 
tion number of every title of The United States Code but 
I do know the section now that vou mention it. 

Mr. Gurruc: The defendant was awarded priority in 
a patent office interference. The plaintiff then proceeded 
under section 35 of The United States Code, 146, to appeal 
to this Court. The defendant resides in the Eastern Dis- 
trict of Michigan, in the Southern Division. Since defend- 
ant was not properly served the defendant brought a 
motion to dismiss for lack of jurisdiction over the person 
of the defendant. Plaintiff then moved to transfer the 
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ease to the Eastern District of Michigan, the Southern 
Division. 

It is submitted that the present case is identical with 
General Foods Corporation versus Knowles which has 
already been decided by this Court. 

Ture Court: Well, what is your point, sir? You have 
not told me your point yet. 

Mr. Gurruc: Well the point is, Your Honor, that since 
the Court does not have jurisdiction over the person of 
the defendant the action is not properly brought, and 
should be dismissed. 

Tur Court: You told me a minute ago, perhaps I mis- 
understood you, that this action was transferred to the 
Eastern District. 

Mr. Gutruc: No, plaintiff has asked for a transfer. They 
have a motion to transfer. 

Tus Court: Oh, I see. I, perhaps, misunderstood you. 
Well, I am not going to dismiss the action for improper 
venue because the Rules provide that if the venue is im- 
proper the Court has discretion to transfer an action to 
the district in which the venue is proper, and, of course, the 
Court can exercise its discretion in that respect. 

Mr. Gurrvc: Thank you, Your Honor. This is not a 
question of venue, it is the question of jurisdiction and 
the same identical situation was decided in a General Foods 
ease which is reported in 120 United States Patent 
Quarterly, 470. 

Tue Court: Well, is that a reported decision? 

Mr. Gutrvuc: Yes, it is a decision of Judge McGuire 
and I made a copy of it because the Patents Quarterly is 
not a regular— 

Tur Court: The Court appreciates your helpfulness. 

Well, there is no opinion here. This is just an order 
of The Court, we do not know all of the circumstances. 

Mr. Gurrvc: Your Honor, the editors note shows the 
facts in that case. I have also checked with counsel for 
defendant in the General Foods case. I might advise your 
Honor that the General Foods case at present is on appeal 
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to The Court of Appeals for the District of Columbia. 
But in that situation the plaintiff having lost an inter- 
ference appealed to the Court of Customs and Patents 
appeal. 

The defendant thereupon requested that the suit be 
transferred to the District Court under the provisions of 
35 U. S. Code, 146. 

Tue Court: Well now, why do you object to the 
transfer? Suppose I grant your motion to dismiss the case. 
The other side can file a new action in another district and 
insofar as you are concerned, you will not be any further 
advanced. You would be putting the other side to a little 
trouble and expense. 

Mr. Gurrve: No, Your Honor, if our motion is granted 
the defendant, rather the plaintiff, cannot bring a new suit 
in Michigan. 

Tue Court: It is Michigan? I thought you said New 
York. 

Mr. Gutrvc: The time for bringing such suit has 
elapsed. 

TxeE Court: Well, I do not like to see the rights of any- 
one defeated on a technicality. I see what you are aiming 
at, that the Statute of Limitations has run, so if this case 
is dismissed the other side will not have an opportunity 
to bring an action where it might properly lie. 

Very well. I get your point. Is there anything else 
you wish to say? 

Mr. Gutrvec: No, Your Honor, except to say that the 
facts are identical with the General Foods case where the 
very same problem arose. 

Tue Covrr: Well, do not give me that case, it is only 
a report of an order. If Judge McGuire had issued an 
opinion, of course, I would attach a great deal of weight 
to it. However, I think we always follow the practice in 
this district that a question of law is open for any judge, 
irrespective of other district court decisions unless and 
until it is ruled on by an opinion of the Court of Appeals. 

I will hear the other side. 
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Mr. Roserra: Your Honor, you have made the very 
point that I was about to bring up, that the plaintiffs 
should not be left without a remedy here because of a 
technicality. The section of the Code, 35, 146 states that 
where there are adverse parties residing in a plurality of 
districts that this Court, the District Court for the District 
of Columbia, shall have jurisdiction. 

Ture Court: Yes, I know that provision but is that not 
limited to cases where there are adverse parties residing 
in a plurality of the district? 

Mr. Roserra: The plaintiff here resides in the State 
of California and the defendant in the State of Michigan. 
The two parties are adverse, they have been adverse in 
the patent office from the time of the declaration of the 
interference so we maintain this code provision covers this 
instance in which we have adverse parties in the plurality 
of jurisdiction. 

Tue Court: Let me see if I understand your contention 
correctly? You contend that if there be adverse parties 
in respect to plurality of districts it is broad enough to 
include the citizenship of plaintff and defendant? 

Mr. Rosetta: Of plantiff and defendant, yes, sir. 

Tue Court: Well, literally construed, I suppose you are 
right. I have never thought of that section from that view- 
point. 

Mr. Roserra: That is the way we interpreted the code. 

Tue Court: Well, why did you not bring the action 
under the Michigan jurisdiction? 

Mr. Rosetta: Well it so happened it was more con- 
venient for the plaintiff to bring it in the district and, 
of course, this arose from a case in the patent office, the 
patent being located in Washington. 

Tue Court: Well, now, would you be barred if this case 
were dismissed from bringing another suit? 

Mr. Rosetta: That is my understanding, sir, unless this 
Court takes jurisdiction or permits the transfer to the 
District Court in Michigan, we would have no further 
remedy. 
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Tue Courr: Do you wish to reply? 

Mr. Gurruc: Yes, in regard to the question of adverse 
parties, it has already been decided by The Court of 
Appeals for the District of Columbia that merely because 
there is one party on one side and one party on the other 
side, they are not adverse parties. This is a reported 
decision of Chris Laganas Shoe Company against Watson 
in 221 F. 2d, 881. This is under the provision of the code 
35 U. S. 146 and follows the leading decision under the 
old statute. 

Te Covrr: You do not cite that in your points and 
authorities? 

Mr. Gutrue: Yes, I did. 

Tue Court: What case are you referring to? 

Mr. Gurruc: Chris Laganas Shoe Company versus 
Watson. It is cited in the points and authorities in the 
original motion. 

Tue Court: Oh, I see. You do not have the citation 
of the Appeals D. C., do you? 

Mr. Gurtue: I am sorry, Your Honor, I do not. 

Tue Court: That is all right. 

Mr. Gurruc: And that case follows the decision of Coe 
versus Hobart which was decided under the old law, under 
the old 4915, and so it has been consistently held that 
adverse parties means there must be at least two party 
defendants. 

Tue Court: I have always understood that to be the 
construction. I must say that I am intrigued by your 
opponent’s argument, And further, I think on a literal 
reading of the statute that he is correct, and I would fol- 
low that construction because I think it is in the interest 
of justice unless I am precluded by a decision of The 
Court of Appeals. I have sent for the case on which you 
rely. I want to look at it. 

I notice that was a ruling of mine that was affirmed 
but I did not recognize the case by name. The Court 
agrees with the construction of 35 U. S. Code 146 urged 
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by plaintiff’s counsel, namely, that adverse parties residing 
in a plurality of districts as stated in the statute, is not 
limited to plurality of defendants but may involve one 
plaintiff and one defendant if each resides in a separate 
district. 

The case of Chris Laganas Shoe Company versus Watson, 
221 Federal 2d, 881 on which defense counsel relies does 
not decide this point. What that case holds is that the 
Commissioner of Patents is not a necessary party to a suit 
for the registration of a trade mark in an inter party 
proceedings and, therefore, may not be regarded as an 
adverse party within the meaning of 35 U. S. Code, 146. 

The motion will be denied. 

Tue Court: Now, is there a motion to transfer this 
case to a proper district? 

Mr. Roserra: Yes, there is a motion to transfer to the 
proper jurisdiction or to the State of Michigan. However, 
such motion would be withdrawn if this Court, the District 
of Columbia, takes jurisdiction. That was an alternative 
motion. 

Tur Court: Well, I have denied the motion to dismiss. 
Then you are withdrawing the alternative motion? 

Mr. Roserra: Yes, sir. 

Tue Court: Very well. 


Signed Fri. Sept. 18, 1959 
Order 


This action, brought under the provisions of 35 U.S.C. 
146, came on to be heard the 16th day of September, 1959, 
on the motion of the defendant to dismiss on the ground 
that the Court lacks jurisdiction and on the motion of plain- 
tiff to transfer the case to the Eastern District of Michi- 
gan, Southern Division, under the provisions of 28 U.S.C. 
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1406(a) ; and thereupon, upon consideration thereof, on this 
18th day of September, 1959, it is hereby: 


Orperep that the defendant’s motion to dismiss for want 
of jurisdiction is hereby denied, and Plaintiff’s motion to 
transfer the case having been withdrawn before the Court, 
stands withdrawn. 


AppeaL Unper 28 U.S.C. 1292(b) 


The Court is of the opinion that that part of this Order 
concerning the motion of defendant to dismiss on the ground 
that this Counrt lacks jurisdiction involves a controlling 
question of law as to which there is substantial ground 
for difference of opinion and an immediate appeal 
therefrom may materially advance the ultimate termination 
of this litigation. 


ALEXANDER Hourzorr 
Judge 


Filed Nov. 3, 1959 
Notice of Appeal 


Notice is hereby given that Henry L. Hayes, defendant 
above named, hereby appeals to the United States Court 
of Appeals for the District of Columbia Circuit from the 
order of the District Court denying defendant’s Motion 
to Dismiss, entered in this action on September 18, 1959. 


CusuMan, Darsy & CusHMAN 


By Josern H. Hearp 
Attorneys for appellant, 
Henry L. Hayes 

730 15th Street, N. W. 
Washington 5, D. C. 
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IN THE UNITED STATES COURT OF APPEALS 
FOR THE DISTRICT OF COLUMBIA 


Appeal No. 15,385 
Henry L. Hayes, Appellant 
v. 
Frank W. Livermont, Appellee 
Application for Permission to Appeal 


Comes now Henry L. Hayes, defendant-appellant in the 
above cause, Civil Action 1431-59, and moves this Court 
in its discretion for permission to appeal under 28 
U.S.C. 1292(b) from the order of the District Court 
of September 18, 1959, denying the motion of defendant- 
appellant under Rule 12(b) (2), F.R.C.P., to dismiss the 
action for lack of jurisdiction over his person. 


As evidenced by his statement upon the attached cer- 
tified copy of the order, the district judge is of the opinion 
that a controlling question of law is involved as to which 
there is substantial ground for difference of opinion and 
that an immediate appeal therefrom may materially ad- 
vance the ultimate termination of the instant litigation. 


As shown in the attached Memorandum in Support of 
the Application, the instant action is an appropriate one 
for immediate appeal. 


By: Josepa H. Hearp 
Attorney for Defendant 
Cushman, Darby and Cushman 
American Security Building 
730 Fifteenth Street, N. W. 
Washington 5, D. C. 
Of Counsel: 


Harness, Dickey & Pierce 
7-141 General Motors Building 
Detroit 2, Michigan 
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Filed Oct. 26, 1959 
Order 


Upon consideration of the application for leave to appeal 
from an order of the District Court entered in this case 
on September 18, 1959, and it appearing that no objections 
have been filed, it is 


Orverep by the court that the applicant is allowed to 
appeal from said order. 


Per Curiam. 
Dated: October 26, 1959 


Designation of Contents of Joint Appendix 


Pursuant to Rule 16 of this Court, the defendant-ap- 
pellant hereby designates for inclusion in the joint appendix 


the following portions of the record on appeal: 
1. The complaint (filed May 26, 1959). 


2. Defendant-appellant’s motion to dismiss (filed June 
22, 1959). 


. Transcript of hearing on defendant-appellant’s 
motion to dismiss on September 16, 1959. 


. Order denying defendant-appellant’s motion to 
dismiss (filed September 18, 1959). 


. Defendant-appellant’s application for permission 
to appeal (filed September 28, 1959). 


. Order granting leave to appeal (filed October 
26, 1959). 


. Notice of Appeal (filed November 3, 1959). 
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§. Statement of points on appeal (filed December Sth, 
1959). 


9. This designation. 
10. Journal entries. 


By: Atvix Guttac 

Attorneys for Defendant-ap- 

pellant Cushman, Darby & 

Cushman 
American Security Building 
730 Fifteenth Street, N. W. 
Washington 5, D. C. 

Of Counsel: 


Joun V. SoBEsKY 
Harness, Dickey & Pierce 
7-141 General Motors Building 
Detroit 2, Michigan 


Stipulation for Transmittal of Supplemental Record 


Under the provisions of Rule 75(h) Federal Rules of Civil 
Procedure, the parties hereby stipulate that there was in- 
advertently omitted from the designations of record certain 
papers that should be forwarded on the appeal and that 
such omission be corrected. 


The parties, therefore, request that the Clerk certify 
and transmit to the U. S. Court of Appeals for the District 
of Columbia Circuit, a supplemental record including proof 
of service of plaintiff’s complaint, plaintiff’s answer to 
defendant’s motion to dismiss, and plaintiff’s motion to 
transfer action. 


Leo A. Rosetta, 
Attorney for Appellee 


CusuMan, Darsy & CusHMAN, 
Attorneys for Appellant 


By Atvrn Gurrac 
December 18, 1959 


BRIEF FOR APPELLEE 
a SS 


IN THE 


United States Court of Appeals 


For tHe District or CotuUmsia Circuit 


Appeal No. 15,385 


Henry L. Hayes, Appellant, 


Vv. 


Fraxxk W. Lrversoxt,’ Appellee. 


Appeal from an Order of the United States District Court 
for the District of Columbia 


Leo A.: Rosetta 
540 Shoreham Building 
Washington 5, D. C. 
Attorney for Appellant 
Of Counsel: 
Joun B. Youre U 
811 West Seventh St. ison 
Los Angeles 17, Calif. "District of ron, 


nited States C, 
Ss ~ourt of Anments 


ia Circuit 


F HLED JAN 2 9 1969 


Peas Br 5 fa Wan Ld) Sera» 


CLERK 


QUESTIONS PRESENTED 


In the opinion of appellee the questions presented are 
whether 35 U.S.C. 146, which provides, inter alia, ‘‘If there 
be adverse parties residing in a plurality of districts not 
embraced within the same state, . . . the United States 
District Court for the District of Columbia shall have 
jurisdiction and may issue summons against the adverse 
parties directed to the marshal of any district in which any 


adverse party resides’’, confers to the United States 
District Court for the District of Columbia jurisdiction in 
an action involving only a single party plaintiff and a single 
party defendant who reside in different states; and whether 
in the absence of such jurisdiction dismissal is mandatory. 


INDEX 


Jurisdictional Statement 
Statement of Case 
Statutes and Rules 


TABLES OF CASES 
Coe v. Hobart, 70 App. D. C. 2, 102 F. 270 


IN THE 


United States Court of Appeals 


For tae Disrricr or Cotumsm Ciecorr 


Appeal No. 15,385 


Henry L. Hayes, Appellant, 
v. 
Frank W. Livermont, Appellee. 


Appeal from an Order of the United States District Court 
for the District of Columbia 


JURISDICTIONAL STATEMENT 
The lower Court’s jurisdiction over this action is the 
primary question presented by this appeal. 


The second and third paragraphs of Appellant’s Brief 
under JuRispictionaL STaTEMENT are correct. 


STATEMENT OF CASE 


The Statement of the case, as set forth in Appellant’s 
Brief, appears to be correct. 
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STATUTES AND RULES 


The Statutes and Rules, as set forth in Appellant’s Brief, 
appear to be correct and complete. 


SUMMARY OF ARGUMENT 


1. The language of 35 U.S.C. 146 does not define ‘‘adverse 
parties’’ nor limit such parties to a plurality of defend- 
ants. The present statute, if literally read, can properly 
be interpreted to include the Plaintiff and a single 
Defendant as ‘‘adverse parties’. 


2. The principal case relied on by Appellant, Coe v. Hobart, 
was decided under former 35 U.S.C. 63 (B.S. 4915) and 
35 U.S.C. 72a and in adopting the present statute the 
Congress did not limit the definition of ‘‘adverse 
parties’’ to correspond to the ruling in Coe v. Hobart, 
supra. 

3. To limit the definition of ‘adverse parties”? to a plurality 
of defendants could result in confusion, hardship, and 
diverse rulings by different courts on the same set of 
facts where in a two-party interference, the Patent Office 
makes a split award of priority and the parties then 
independently proceed under 35 U-S.C. 146. 


ARGUMENT 


1. The Language of 35 U.S.C. 146 Does Not Define “Adverse 
Parties” Nor Limit Such Plurality of Defend- 


The language of the statute appears clear that cases 
involving adverse parties residing in a plurality of districts 
not embraced within the same state may be brought in the 
District of Columbia. The statute does not, by its terms, 
exclude a single plaintiff and a single defendant from its 
provisions. Such @ plaintiff and defendant are certainly 
‘adverse’? within the definition of the term and a literal 
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interpretation of the statute language would include the 
parties involved in the present action. 


2. The Principal Case Relied on by Appellant, Coe v. Hobart, 
Was Decided Under Former 35 U.S.C. 63 (R.S. 4915) and 

35 U.S.C. 72a and in Adopting the Present Statute the 
Congress Did Not Limit the Definition of “Adverse Par- 
ties” to Correspond to the Ruling in Coe v. Hobart, Supra 
The present statute was adopted by the Congress sub- 
sequent to the ruling in Coe v. Hobart. In adopting 35 
U.S.C. 146 the Congress modified the language of the 
previous statute by spelling out the fact that the Com- 
missioner of Patents is not a necessary party in an action 
of the type involved here and thus adopted that portion of 
the Court’s ruling in Coe v. Hobart. However, the portion 
of the statute relating to adverse parties was not changed 
by the Congress and was not modified to make it clear that 
it was to apply only in cases involving a plurality of 
defendants. There, therefore, remains doubt that the 


Congress intended to adopt the Coe v. Hobart ruling as law 
in the present statute. 


3. To Limit the Definition of “Adverse Parties” to a Plurality 
of Defendants Could Not Result in Confusion, Hardship, 
and Diverse Rulings by Different Courts on the Same Set 
of Facts Where in a Two-Party Interference, the Patent 
Office Makes a Split Award of Priority and the Parties 
Then Independently Proceed Under 35 U.S.C. 146 

In the interests of uniformity the United States District 

Court for the District of Columbia should have jurisdiction 

of all appeals from the Patent Office in interference 

matters. It is not infrequent that two-party interferences 
involving a plurality of counts are decided by the Patent 

Office by a split award of priority, awarding priority of 

some counts to one party, who lives in one state, and 

priority of other counts to the other party, who lives in a 

different state. Both parties may be dissatisfied with the 

awards and decide to proceed under 35 U.S.C. 146. If each 
party were forced to bring his action in accordance with 
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the Coe v. Hobart ruling there would be two actions, in 
different States, based upon the same facts and proofs and 
which could easily result in conflicting decisions and much 
confusion. If, however, a third party had been involved 
in that interference, the actions would be brought in the 
District of Columbia. The parties to an interference should 
not thus be directed to different forums, depending solely 
upon the number of parties defendant. Certainly no greater 
hardship is imposed on a single defendant by bringing him 
into the jurisdiction of this court than would be imposed 
on him if another defendant were algo brought in. 


eb 2, Ofelia 


Leo A. Roserra, 
Attorney for Appellee 


